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Art Unit: 1652 

DETAILED ACTION 
Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114. including the fee set 
forth in 37 CFR 1 .17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on January 
30, 2006 has been entered. 

The amendment filed January 30, 2006 (previously filed September 28, 2005) 
amending the specification to insert references to SEQ ID NO: 48 and SEQ ID NO:49, 
canceling claims 47, 62 and 64, amending claims 36, 49, 61 and 65 and adding claims 
71-80 has been entered. 

The Sequence Listing and the computer readable form thereof, both filed 
January 30, 2006, have been entered. 

Claims 36, 39, 46. 48, 49, 61, 63, 65 and 71-80 are pending. 

Specification 

This application contains sequence disclosures that are encompassed by the 
definitions for nucleotide and/or amino acid sequences set forth in 37 CFR 1 .821(a)(1 ) 
and (a)(2). It appears that SEQ ID NO: 3 and SEQ ID N0;4 are identical to SEQ ID 
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NO:48 and SEQ ID NO:49, respectively. Each sequence should be assigned only one 
sequence identifier. 

The disclosure is objected to because, as amended 1/30/06, it recites "The F-box 
of this protein corresponds to amino acid 148-192 (SEO ID NO: 49. which is encoded by 
SEO ID NO: 48)" (page 30). SEQ ID NO:48 is 2151 nucleotides and SEQ ID NO:49 is 
569 amino acids. 

Appropriate correction is required. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, 
and of the manner and process of making and using it, in such full, 
clear, concise, and exact terms as to enable any person skilled in 
the art to which it pertains, or with which it is most nearly 
connected, to make and use the same and shall set forth the best 
mode contemplated by the inventor of carrying out his invention. 
Claims 36, 39, 46, 48, 49, 61 , 63, 65, 71. 72, 74 and 77-80 are rejected under 35 

U.S.C. 112, first paragraph, as containing subject matter which was not described in the 

specification in such a way as to reasonably convey to one skilled in the relevant art that 

the inventor(s), at the time the application was filed, had possession of the claimed 

invention. 

Claim 36, with dependent claims 39, 46, 48, 49, 61, 63 and 78, recites "F-box 
comprising an amino acid sequence that is encoded by a nucleotide sequence that is at 
least about 95% identical to SEQ ID NO:49". Claims 71-72 depend from claim 36 and 
recite "a nucleotide sequence that is at least about 98% [or 99%] identical to SEQ ID 
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NO:49". Claim 74 depends from claim 36 and recites "wherein the amino cid sequence 
is encoded by a nucleotide sequence that is at least about 95% identical to SEQ ID 
N0:3". 

While the specification provides support for a nucleotide sequence that is at least 
(but not "about at least") 95% identical to "an nucleic acid sequence of a sequence 
shown in one of the sequence listings", i.e. SEQ ID N0:3, for example, (page 20, last 
paragraph, emphasis added), the examiner is unable to locate adequate support in the 
specification for at least 95% identity to the amino acid sequence of SEQ ID NO:49 that 
was added by the amendment on 1/30/06 or to a fragment of any specific amino acid 
sequence, such as SEQ ID N0:4, for example. Furthermore, there is no support for a 
nucleotide sequence that is at least 95% identical to a nucleotide sequence encoding a 
specific amino acid sequence of SEQ ID N0:4 or a fragment thereof other than a 
nucleotide sequence of SEQ ID N0:3. Thus there is no indication that above sequences 
were within the scope of the invention as conceived by Applicants at the time the 
application was filed. 

Accordingly, Applicants are required to cancel the new matter in the response to 
this Office Action. 

Claims 65, 77, 79 and 80 recite "an amino acid sequence that is encoded by a 
nucleic acid that hybridizes under stringent hybridization conditions to including a wash 
step at 65'' C to a nucleic acid consisting of SEQID NO:48 [or SEQ ID N0:3]". 
Therefore, the genus of amino cid sequences encompasses proteins of diverse function 
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characterized by structure only. The claims do not require for a nucleotide sequence to 
encode an F-box protein consisting of 148-192 of SEQ ID N0:4. A substantial portion of 
the genus of nucleotide sequences would not encode an F-box. The specification fails 
to provide the correlation between stnjcture and function common to all members of the 
genus. 

Therefore, the specification is insufficient to put one of skill in the art in 
possession of the attributes and features of all species within the claimed genus. 
Therefore, one skilled in the art cannot reasonably conclude that the applicant had 
possession of the claimed invention at the time the instant application was filed. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims 
particularly pointing out and distinctly claiming the subject matter, 
which the applicant regards as his invention. 
Claims 36, 39, 46, 48, 49, 61 , 63. 65 and 71-80 are rejected under 35 

U.S.C. 112. second paragraph, as being indefinite for failing to particularly point out and 

distinctly claim the subject matter which applicant regards as the invention. 

Claim 36 recites "at least bout 95% identical", claim 71 recites "at least about 

98% identical", claim 72 recites " at least about 99% identical", etc. It is not defined in 

the specification as to how "about" affects the metes and bounds of the claims, for 

example, how different are the metes and bounds of "at least about 98%" and "at least 

about 99%". Amending the claims to recite "at least 95%, 98%, 99%" would obviate this 

part of the rejecfion. 
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Claim 65 recites "a nucleic acid consisting of SEQ ID NO:48". It is only one 
nucleic acid that consists of SEQ ID NO:48. Claim 65 recites the limitation "the peptide" 
in line 8. There is insufficient antecedent basis for this limitation in the claim. 

Claims 65, 77, 79 and 80 recite "a wash step at 65°C". Only temperature is 
insufficient to define the metes and bounds of the claims. Amending the claims to recite 
"a wash step at 0.2 X SSC at 65°C" would obviate this part of the rejection (specification 
at page 29). 

Claims 71-73 recite "nucleotide sequence ... identical to SEQ ID NO:49", wherein 
SEQID NO:49 is an amino acid sequence. 

Claims 73 and 76 are confusing as reciting "encoded by a nucleotide sequence 
that is identical to SEQ ID NO:49" or "SEQ ID N0:3", respectively. Amending the claims 
to recite reciting "encoded by the nucleotide sequence of SEQ ID NO:49" or "SEQ ID 
N0:3", respectively, would obviate this part of the rejection. 

Response to Arguments 

Applicant's arguments filed January 30, 2006 have been fully considered but they 
are not persuasive. 

With regard to the Sequence Listing Applicants state that "SEQ ID NO:49 
corresponds to amino acids 148-192 of SEQ ID N0:4. SEQ ID NO:48 consists of the 
nucleotide sequence of SEQ ID N0:3 that encodes SEQ ID NO:49, i.e. nucleotides 51 1- 
645 of SEQ ID N0:3 (Remarks, page 6). This is incorrect, as explained above. 
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With regard to the support for the "95% identical to SEQ ID NO:49" Applicants 
argue that "Applicants respectfully submit that the very same paragraph from the 
specification that was cited in the Office Action of 7/14/04 and quoted above provides 
support the claim language. As set forth above, the Examiner indicated that "the 
specification provides support for a nucleotide sequence that is at least 90% or 95% 
identical to a 'nucleic acid sequence of a sequence shown in one of the sequence 
listings' (page 20, last paragraph, emphasis added)" (double underline and bold 
provided as emphasis by Applicants). Thus, this sentence provides literal support for 
nucleotide sequences that are least 90% or 95% identical to a portion of a sequence 
shown in the sequence listing, e.g., SEQ ID NO: 3" (page 8). This is not persuasive 
because even if the specification would provide support for "a portion" of sequence, it 
does not provide support for a specific portion such as consisting of residues 148-192 of 
SEQ ID N0:4, for example. Applicants further argue that "Regarding the amendment to 
claim 36, the Advisory Action indicated that "as amended, claim 36 does not limit the 
entire F-box protein by structure. Applicants respectfully submit that claim 36 as 
amended and reciting "an F-box comprising an amino acid sequence that is encoded by 
a nucleotide sequence that is at least about 95% identical to SEQ ID NO: 49," 
structurally limits the entire F-box protein by structure due to the homology requirement 
"(page 8). This is not agreed with because SEQ ID NO:49 has 569 residues and the 
sequence that 95% identical thereto may not necessarily exhibit the requisite an F-box 
properties. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Elizabeth Slobodyansky. PhD whose telephone number 
is 571-272-0941 . The examiner can normally be reached on M-F 10:00 - 6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ponnathapura Achutamurthy, PhD can be reached on 571-272-0928. The 
fax phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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